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The German Federal Patent Court Confronts the Patentability of
Human Embryonic Stem Cells

By:  Dr. Martin Grund, Dr. Erik Richly, and Stacey J. Farmer, PhD, Esq.
   Grund Intellectual Property Group, Munich, Germany

In a recent decision (December 5, 2006), the German Federal Patent Court (GFPC) pronounced a 

much-anticipated judgment in a highly contentious nullity action filed by Greenpeace against 

German Patent DE 197 56 864 (herein the ‘864 patent).  The subject-matter of this patent relates 

to the controversial scientific area of human embryonic stem cells, specifically the beneficial use of 

such cells in neurodegenerative therapies, and was developed by Prof. Oliver Brüstle of the 

University of Bonn (Germany).

In greater detail, the ‘864 patent is directed to neural precursor cells, methods for their production 

as derived from embryonic stem cells and their use in therapeutic applications, namely, for treating 

neural dysfunction and degeneration. By way of example, independent claim 1 of the granted ‘864 

patent recites a composition of:

1. Isolated, purified progenitor cells from embryonic stem cells having neural or glial 

properties containing at the most about 15% primitive embryonic and non-neutral 

cells, obtainable by the following steps:

a) culturing embryonic stem cells to embryoid bodies

b) […]
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Independent method claim 12 of the granted ‘864 patent recites:

12. A method for producing purified progenitor cells having neural or glial properties, 

comprising the following steps:

a) culturing embryonic stem cells to embryoid bodies

b) […]

In their ruling, the GFPC held that the subject-matter of the granted ‘864 patent was contrary to 

the idea of ordre public or morality, thus violating the basic patentability principles found in §2(2) 

No. 3 of German Patent Law (GPL). Specifically, §2(2) GPL implements the basic requirements 

of §2(1) GPL, which expressly exempts from patentability any subject-matter that is considered to 

violate the ordre public or morality.  The notion of “ordre public” is intended to protect the public at 

large, and the integrity of individuals within a society.  Accordingly, any invention that could

involve the exploitation of subject-matter likely to breach public peace and order will be excluded 

from patentability as unlawfully violating these established social norms.  Of note, German Patent 

Law explicitly prohibits the exploitation of human embryos, and not embryonic cells, in any 

industrial or commercial purpose under §2(2) No. 3 GPL.

Interestingly, in the present decision, the GFPC did not acknowledge the fact that none of the 

claims at issue actually recited any features for producing human embryonic stem cells from human 

embryos. Rather, the claims only encompassed embryonic stem cells that were, for example, 

readily available from existing stem cell lines, as a starting point for producing the more mature

progenitor cells underlying the inventive concept of the ‘864 patent.  The GFPC, however, 

reasoned that because the embryonic cells used in the methods of the contested patent could

theoretically be derived from human embryos, such activity would thus violate the ordre public

exclusion mandated by the German patent system.

Consequently, the ‘864 patent was ultimately maintained in an amended form, necessarily

disclaiming those progenitor cells generated from embryonic stem cells derived from human 

embryos, in addition to their use in therapeutic applications. However, the patent does still cover

human progenitor cells derived from human embryonic stem cells, as long as these embryonic 

stem cells are not actually obtained from human embryos.

Besides their unusual construction of the claims of the contested ‘864 patent, the decision of the 

GFPC is problematic for several other reasons.

First, according to the prevailing opinion of practitioners in the German patent community, the 

exclusion from patentability for reasons violating the ordre public or morality according to §2 GPL 

must be construed narrowly, such exclusion is only properly applied if there is not a single

conceivable lawful use or application of such claimed subject matter. 
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The well-established construction of §2 GPL becomes obvious when one considers the actual 

wording of §2(1) GPL, second sentence, which provides that the patentability exclusion can not be 

deduced from the mere fact that the use of the invention may violate a law or an administrative 

regulation. Furthermore, the aforementioned prevailing opinion regarding §2 GPL is indeed

reasonable if one were to contemplate the implications derivable from a “reverse” construction of 

the provision, i.e. that excluding otherwise patentable subject-matter for which at least one 

unlawful use or application is conceivable would necessarily mean that every unlawful abuse of any 

given invention would have to be disclaimed from a patent if there was any possible threat to the 

ordre public. For example, any patent relating to a deadly weapon, explosive or toxic material would 

be required to recite a disclaimer for a possible use that could inflict harm upon an individual. This 

scenario becomes even more confusing if an inventor of a therapeutic pharmaceutical composition

was required to disclaim, for example, a concentration range where the composition could possibly 

exert a toxic or harmful effect on a patient, said dosage range being well above any contemplated 

range demonstrated to have clinical utility – keeping in mind that even water is a deadly toxin if 

ingested in large doses. In our view, the court’s construction of §2 GPL not only challenges years 

of established patent practice, but also usurps an otherwise permissible scope of protection 

previously available for intellectual property rights.

The GFPC seems to have applied exactly this “reverse” construction of §2 GPL in the present 

case. By requiring the introduction of a disclaimer to progenitor cells and their use, namely, those 

cells that were generated from embryonic stem cells derived from human embryos, the GFPC has 

essentially acknowledged that indeed other and lawful alternatives for deriving embryonic stem 

cells exist.  This observation stems from that fact that the GFPC did not totally exclude the 

claimed progenitor cells derived from human embryonic stem cells, thereby permitting a limited

scope of protection for embryonic stem cells, albeit a much more restrictive scope than what was 

originally granted. 

The decision of the GFPC is a bit puzzling in view of the specific provisions of the German Stem 

Cell Act (GSL).  The German Stem Cell Act, enacted in July, 2002, forbids either importing or 

deriving new stem cell lines within Germany’s borders, forcing researchers to work with cell lines 

derived before January 2002.  Specifically, §4(2) GSL explicitly allows the import and use of such

embryonic stem cell lines for the purposes of research and development, but only after satisfying a 

approval process governed by provision §6 GSL. 

Ironically, Prof. Brüstle’s research is partly funded by German government and includes monies

for and imposing the obligation on Prof. Brüstle to vigorously seek protection of intellectual 

property rights based on his scientific findings. In the present ruling, the GFPC’s decision to 

partially revoke the ‘864 patent arguably fails to define the delicate balance between the provisions 
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of German patent law and the important social considerations of ordre public or morality. Rather, 

the Court has essentially rewritten the existing law to thereby impose a more stringent standard on 

patentability on embryonic stem cell technology than is actually required. In essence, by invoking 

the principles of ordre public, the GFPC has wrongfully excluded subject-matter from patent 

protection that could otherwise be legitimately exploited under German law.

In these days where Europe struggles to find a common identity, scientists are forced to cope with

radically different policies in fields such as human embryonic stem cell research. Whereas 

countries such as the United Kingdom and Sweden allow researchers to pursue human embryonic 

stem cell research with relatively few restrictions, researchers in other countries, like Germany, are 

confronted with severe legal and ethical constraints that seem to be forcing important scientific 

advances not only out of their laboratories but ultimately outside of their country’s borders.  

Of course, it remains to be seen whether or not the German Supreme Court will choose to uphold 

the lower court’s interpretation or instead, try to achieve a fair balance between reasonable 

regulation of embryonic stem cell research while paying due respect to the important ethical 

cautions demanded by ordre public–related policies.


